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REMARKS 

Formal Matters 

Claims 28-33 are pending after entry of the amendments set forth above. 

Claims 16-27 are canceled without prejudice to renewal, and without intent to abandon any 
subject matter contained therein. Applicants expressly reserve the right to pursue the subject matter of 
the canceled claims in a continuing application. 

Support for new claims 28-33 is found throughout the specification, including in the claims as 
originally filed. Support for probes for a "CGI- 122 gene product" is found in figure 4, and support for 
"15 contiguous nucleotides" and "150 contiguous nucleotides" is found on page 6, lines 25-26. 

As such, no new matter is added. 



Restriction Requirement 

In the Office Action, the Examiner set forth a Restriction Requirement requiring election of one 
of the following groups of claims: 

Group I: Claims 16-18 are drawn to detection of a cancerous colon cell comprising assaying 
the level of expression of SEQ ID NO: 6 in a test colon cell compared to a cancerous 
colon cell classified in Class 435, subclass 6. 

Group II: Claim 1 9 is drawn to detection of a cancerous colon cell with low metastatic potential 
comprising assaying the level of expression of SEQ ID NO: 6 in a test colon cell 
compared to a cancerous colon cell with high metastatic potential classified in Class 
435, subclass 6. 

Group III: Claims 20-22 are drawn to detection of a cancerous colon cell comprising assaying 
the level of expression of SEQ ID NO: 5 in a test colon cell compared to a cancerous 
colon cell classified in Class 435, subclass 6. 

Group IV: Claim 23 is drawn to detection of a cancerous colon cell with low metastatic potential 
comprising assaying the level of expression of SEQ ID NO: 5 in a test colon cell 
compared to a cancerous colon cell with high metastatic potential classified in Class 
435, subclass 6. 

Group V: Claims 24-26 are drawn to detection of a cancerous colon cell comprising assaying 
the level of expression of SEQ ID NO: 7 in a test colon cell compared to a cancerous 
colon cell classified in Class 435, subclass 6. 
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Group VI: Claim 27 is drawn to detection of a cancerous colon cell with low metastatic 

potential comprising assaying the level of expression of SEQ ID NO:7 in a test 
colon cell compared to a cancerous colon cell with high metastatic potential 
classified in Class 435, subclass 6. 

Applicants respectfully traverse this Restriction Requirement. 

Regarding restriction, 35 U.S.C. 121 states that "[i]f two or more independent and distinct 
inventions are claimed in one application, the Commissioner may require the application to be restricted 
to one of the inventions." 

With regard to inventions involving nucleotide sequences, the MPEP §803.03 states that 
" nucleotide sequences encoding the same protein are not considered to be independent and distinct 
inventions and will continue to be examined together .'Temphasis added]. As such, when an invention 
involves sequences encoding the same protein, it is not proper to restrict the invention to a single 
sequence. 

Applicants submit that SEQ ID NOS:5, 6 and 7 are sequences encoding the same protein, CGI- 
122, Genbank accession number AF1 5 1880.1. This observation is described at Table 4, page 59, lines 
21-23 of the subject application. The relationship between SEQ ID NOS: 5, 6 and 7, and the cDNA 
encoding the CGI-122 protein is shown in Appendix A accompanying this response. SEQ ID NOS: 5, 6 
and 7, lie very close to each other in the CGI-122 coding sequence, and, in fact, SEQ ID NOS: 5 and 7 
are overlapping sequences. As such, SEQ ID NOS:5, 6 and 7 are sequences encoding the same protein. 

Because SEQ ID NOS:5, 6 and 7 encode the same protein, applicants submit that that, pursuant 
to MPEP §803.03, applicants respectfully submit that theVestriction requirement be reconsidered and 
withdrawn . \ 

Solely because applicants are required to make a provisional election in order to ensure 
they are responsive, applicants hereby provisionally elect to prosecute the subject matter of Group 
III. The newly presented claims 28-33 correspond to subject matter of Group III. 

Applicants expressly reserve the right under 35 USC §121 to file a divisional application directed 
to the non-elected subject matter during the pendency of this application. 
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Species Election 

The Office further required election of a single method of detection: a) hybridization or b) PCR. 

Applicants hereby elect species a) hybridization (claims 30 and 38), for prosecution. 

Applicants assert that the subject matter of Claim 28 encompasses a reasonable number of 
species and that Claim 28 is generic to all the claimed species. As such, according to MPEP §809(c), 
Claim 28 should be examined by the Office if claims directed to the elected species are found allowable. 

The claims readable on the elected species, a) hybridization, are Claims 28 and 30-33. 

The claims readable on the non-elected species, b) PCR amplification, are Claims 28-29 and 32- 



The Commissioner is hereby authorized to charge any fees under 37 C.F.R. §§1.16 and 1.17 
which may be required by this paper, or to credit any overpayment, to Deposit Account No. 50-081 5 
Order No. 2300-1490DIV. . . . 



BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 
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Respectfully submitted, 

BOZICEVIC, FIELD & FRANCIS LLP 
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APPENDIX A: Genbank Accession number AF151880 

AF151880 1174 bp mRNA linear PRI 18-MAY-2000 

lftWJ DEFINITION Homo sapiens CGI-122 protein mRNA, complete cds. 
ACCESSION AF151880 

VERSION AF151880.1 GI:4929712 nrPri\/rn 

ORGANISM Homo sapiens HtOfclVfcL* 

FEATURES Location/Qualifiers 

source 1.-1174 NOV 2 2 2002 

/organism="Homo sapiens" 

/db xref="taxon: 9606" .-a,, A-iwpn jaaai^ . 

/chromosome="16" TECH CENTER 1600/29UJ 

CDS 77.. 634 

/codon_start=l 
/product="CGI-122 protein" 
/protein_id="AAD34117 .1" 
/db_xref="GI: 4929713" 

/translation= "MDAAEVEFLAEKELVTIIPNFSLDKIYLIGGDLGPFNPGLPVEV 
PLWLAINLKQRQKCRLLPPEWMDVEKLEKMRDHERKEETFT PMPSPYYMELTKLLLNH 
ASDNIPKADEIRTLVKDMWDTRIAKLRVSADSFVRQQEAHAKLDNLTLMEINTSGTFL 
TQALNHMYKLRTNLQPLESTQSQDF" 
BASE COUNT 300 a 299 c 307 g 268 t 5^ (0 |^d:fc 

ORIGIN 



1 


gcggccgcgg 


cgtctcctcc 


gggacgctga 


ggggcccgag 


gagaccgtga 


ggctctggcc 


61 


tgcagctcgc gccgccatgg acgctgccga ggtcgaattc ctcgccgaga aggagctggt 


121 


taccattatc 


cccaacttca 


gtctggacaa 


gatctacctc 


atcggggggg 


acctggggcc 


181 


ttttaaccct 


ggtttacccg 


tggaagtgcc 


cctgtggctg 


gcgattaacc 


tgaaacaaag 


241 


acagaaatgt 


cgcctgctcc 


ctccagagtg 


gatggatgta 
cccaatgccc 


gaaaagttgg 
•agcccttact 


agaagatgag 
acatggaact^ 


301 
361 


ggatcatgaa 
tacgaagctc* 


cgaaaggaag 


aaacttttac 1 


ctgttaaatc 


atgcttcaga 


caacatcccg 


aaggcag J acg 


aaatccggac\^ 


T2T 


cctggtcaag 


gatatgtggg 


acactcgtat 


agccaaactc 


cgagtgtctg 


ctgacagctt 


4UI 


tgtgagacag 


caggaggcac 


atgccaagct ggataacttg 


accttgatgg 


agatcaacac 


vrr 


cagcgggact 


ttcctcacac 


aagcgctcaa 


ccacatgtac 


aaactccgca 


cgaacctcca 




gcctctggag 


agtactcagt 


ctcaggactt 


ctagagaaag 


gcctggtgca 


ggcggcttgc 


661 


tgggggatgt 


gagcgctcag 


gacgtgatga 


ggtactcgtg 


gttctgg'agc 


tctagaaaca 


721 


cttctgatgc 


atgaaaaatg 


tgtgatggtg 


caaggaatgg 


attcaggatg 


ttgttggaga 


781 


aacaagtttg 


tgattagtcc 


ttaaaactta 


gctccctggg 


acattcttca 


attccacatc 


841 


tgtttctaga 


aaccagccct 


ttttcccccc 


acttttgaga 


aataaaaaag 


ccttaggtaa 


901 


ataagtcatt 


ctccctagca 


gagccacttg 


ggtctcctgc 


atggaagcca 


tcacacttgg 


961 


gcaggtgttc 


agtgactggt 


aggtgtagat 


acagcaggag 


tggccatgtg 


gtccacggct 


1021 


ttttacccct 


tcttgatcct 


catttcttgg 


gctgaattta 


gactctctca 


cagaggtggc 


1081 


tcacagagaa 


ggatggcaga 


tggtgcagcc 


aacaatgctg 


accggtgctt 


atcctctaag 


1141 


ccctgatcca 


caataaaaat 


ggacccaact 


caaa 
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